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APPELLANT’S OPENING BRIEF. 


This case comes before your Honors on appeal 
taken by the complainant, George J. Henry, Jr., 
from a final decree entered in the lower Court in 
favor of defendant, City of Los Angeles, dismissing 
the bill of complaint and awarding costs to defend- 
ant. The action was commenced in 1913. The opin- 
ion of the lower Court (Transcript, page 61) finds 
the claims of the Lyndon patent in suit not in- 
fringed. The Court does not indicate that any one 
of the claims is invalid or void, and it is fair to be 
presumed therefrom that the claims come before 
your Honors as unanticipated and valid. 

The patent in suit was issued to one Lamar Lyn- 
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don, March 11, 1902, No. 695,220, and relates to gov- 
ernors for electro-mechanical water wheels. The ap- 
pellant is the assignee of all of the right, title and 
interest in, to and under the said Letters Patent, 
to all claims of infringement and rights to recover 
thereon. The appellee is using, and for some ten 
years has been using the water wheel governing ap- 
paratus set forth in the bill of complaint, both in the 
construction of the Los Angeles aqueduct, and in the 
production of electrical energy for distribution to 
consumers. 


The Pelton Water Wheel Company which inter- 
vened in this suit and was made a defendant therein, 
subsequently took a license under the patent in suit 
and upon stipulation was thereupon excluded from 
the suit as defendant and intervenor. This com- 
pany is probably the largest manufacturer of electro- 
mechanical water wheels in the United States, if not 
in the world, and a suit brought by appellant against 
it for infringement of the said Letters Patent was 
likewise dismissed upon stipulation, after said Pel- 
ton Water Wheel Company had acquired the said 
license for a valuable consideration. 


The invention covered by the patent in suit, has 
been epochal in its effect upon industrial and do- 
mestie lighting, heating and cooking, and more par- 
ticularly so upon the Pacific Coast of the United 
States, where electro-mechanical energy is generated 
from the streams having their sources high in the 
Sierras. Prior to the advent of the said Lyndon in- 
vention covered by the patent in suit, there prevailed 
in this electro-mechanical water wheel art an abso- 


3 


lute want of sensitive and accurate speed governing, 
that is, governing of the generating apparatus, 
driven by water power, and the result was that 
fluctuations, often to wide extremes, occurred in the 
supply of electrical energy produced by any such 
electro-mechanical generating unit. It will be read- 
ily understood that if a greater “‘load’”’ is put upon 
a water-driven electrical generator, its speed of ro- 
tation will be reduced, thus diminishing the electric 
voltage output of the unit. The converse takes place 
upon decrease of load. Thus, in a given electrical 
system, such as that supplying the many domestic, 
industrial and transportation needs of a municipal- 
ity, the shutting down of a factory here, the starting 
of a trolley car there, the switching on of the lights 
in a hotel or upon the streets; each would vary the 
demand upon the generating unit at the distant 
power plant and affect its speed unless adequately 
governed. 

Before the advent of the Lyndon invention your 
Honors will doubtless remember that the variations 
of voltage or potential in the clectric lighting c¢ir- 
cuits often caused disagreeable and trying fluctua- 
tions in the electric lights in office and household 
service. Far more important was the effect upon 
industrial machinery, which is universally required 
to operate at a fixed rate of motion. 


In mountainous districts, where streams of water 
are found having a considerable grade or ste? 
the water may be taken from the bed of a stream, 
conveyed in a ditch or flume or pipe along the hill- 
side, and then conveyed over a steep hill in a pipe 
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line, which earries the water down to the power 
house. To the end of the pipe is fitted suitable 
nozzle apparatus for projecting and as may be re- 
quired, varying, the flowing water under pressure 
against the blades, cups or buckets of the water 
wheel. This is the more general manner of develop- 
ing water power in the mountainous regions of our 
Western States. 


In the Eastern States where Lyndon resided, 
where the slopes are very gentle, and the water vol- 
umes proportionately larger, the fall or head that 
may be obtained economically in any installation is 
very much less, and the water is then conveyed in 
a much larger ditch or flume, and dropped to the 
water wheel, sometimes in a wooden or concrete or 
sheet steel chute or penstock, and sometimes taken 
directly from the bottom of a dam under less pres- 
sure or head, but usually utilizing a much larger 
volume of water, which is then supplied through a 
series of nozzles around the periphery of the water 
wheel. 


In using mechanical power developed from the 
water wheel, whether it be the high pressure class 
known in the art generally as a tangential wheel, or 
the low pressure class, known generally in the art 
as a turbine wheel, it is obvious that there will be 
variations in the mechanical power utilized from the 
wheel shaft. For example, if the water wheel be 
used to drive a saw, when the saw is not actually 
cutting through a log, there will not be as much 
power required to drive the saw as when it is in a 
deep cut. The result will be that as the power or 
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work required from the wheel is lessened, the whee} 
will increase its rotative speed, and that also of the 
driven apparatus; unless there is co-incident with the 
reduction in the power demanded of the wheel, a 
corresponding reduction in the power of the water 
supplied to the wheel. 


Therefore, if we desire to retain the speed con- 
stant, we must maintain a balance or equilibrium 
between the power of the water projected upon the 
buckets or blades of the water wheel and mechanical 
power being taken from the water wheel, that is, 
if we reduce the power demand, we must reduce the 
water power supplied to the wheel proportionately. 
Tf we increase the power demand we must increase 
the water power supply to the water wheel. 

It is old in the art to provide the water wheel 
nozzle with a gate or gates by which the water supply 
to the wheel may be reduced or increased. 

Tt is old in the art to provide automatic means 
for moving these gates. This is clearly stated at the 
beginning of Lyndon’s specifications in the patent 
in suit (Comp. Ex. A., p.1, 18)in which he says 
that—‘‘the governors at present employed to regu- 
late the water supply to the water wheel im general, 
simply operate to open or close the water gate, there- 
by allowing of the admission of a greater or less 
supply of water.”’ 


The manner in which this was originally aceom- 
plished in the art was by driving from the water 
wheel shaft a device sensitive to speed, for example, 
similar to the fly-ball governor on steam engines, too 
well known to require detail description. Upon an 
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increase of speed the fly-balls would travel outward 
describing in their revolution a greater circle. Upon 
a decrease of speed they would move inward, deserib- 
ing a concentric but smaller circle. The inward and 
outward movement of the fly-balls may be used to 
shift a valve, or other means setting into operation 
devices which would move to open or close the water 
wheel gate. But in controlling steam the inertia 
effects of water are not met with. 


No material difficulty was found in the develop- 
ment of a governor to accomplish this purpose. It 
is obvious that, when the governor moved to close 
the gate, a less water quantity was flowing into the 
water wheel; that the water cut off by the gate 
would be reserved in the pipe, or dam, or in the 
reservoir which fed the pipe, and would thus be 
available for later use by the water wheel. 

Water economy considered alone was therefore at~ 
tained by this form of water wheel control. 


It is further obvious that in order to prevent the 
speed of the water wheel from exceeding the normal 
speed, when the mechanical power required was re- 
duced, as for example, when the log is cut through 
by the saw and the water wheel runs free, that the 
water wheel gate or gates must be, instantly, with 
said reduction in power, shifted to a position corre- 
sponding with a proportionately less use of water. 
The saw runs out of the cut in probably one-half 
second of time, it is therefore necessary that the 
gates be shifted from nearly wide open position to 
nearly closed position in one-half second of time. 
To move a gate of any considerable size, in one-half 
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second of time with the water pressure behind it, 
requires an enormous effort. 


In large installations today, very many thousand 
foot pounds of work are required to move the large 
gates. 

Water wheel governors are therefore built of very 
heavy and substantial parts, and must be extremely 
sensitive to speed variations so as to set into opera- 
tion instantly the heavy machinery necessary to shift 
the water wheel gates. 

When the water wheel gate is shifted quickly, eut- 
ting off or reducing the flow of the water through 
the water wheel gates, the water back of the gate 
in the pipe or penstock crowds forward, due to its 
inertia and in its efforts to continue its flow through 
the closing gate the pressure and velocity with which 
it is ejected through the nozzles is momentarily in- 
creased, and if the gate closing movement has been 
quick, this increase in pressure becomes very great, 
causing in practice, in improperly designed, ad- 
justed, or operated apparatus, a break in the pipe 
line and very great damage. This effect is ealled 
water ram, its cause being the sudden checking of 
the water. 

It is, therefore, extremely necessary that the 
security of the pipe line be guarded in every way 
against this inertia effect of water ram. 

‘‘Inertia in the art is that property of matter by 
virtue of which it retains its state of rest or of 
uniform rectilineal motion so long as no foreign 
cause changes that state.’® (Century Dictionary. ) 

The inertia effect which is apparent upon the 
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closure of the water wheel gates and manifests itself 
aS increased pressure, or what is commonly known 
as water ram or water hammer, is familiar to all of 
us in the ‘‘knocking’’ in the pipes when we close a 
faucet or other water gate. 

The movement of the gates must be at the same 
rate and to the same degree as the power demanded 
from the wheel; that is, if we feed a log up to the 
saw, at the instant the saw enters the cut, we must 
commence to turn on water, and we must have the 
full water quantity flowing by the time the saw has 
fully entered the cut, otherwise, the speed of the 
wheel and saw will be reduced. 

It is therefore necessary to open the gates with 
extreme rapidity—in this example—practically with- 
in one-half second of time. 

If the pipe line be extremely steep, the water in 
the pipe will quickly respond on the opening of the 
gate and supply the requisite additional power to the 
wheel, because gravity will more quickly increase the 
velocity in a steep pipe than in one laid on a gentle 
slope, Just as a train of cars will merease its speed 
more quickly on a down grade than on a level. 

It is also clear that if we are to move the gates of 
the water wheel in a closing direction quickly to re- 
duce the quantity of water flowing to the wheel, we 
are restrained from closing the gate at a rate that 
will cause a dangerous pressure rise or water ham- 
mer in the pipe Ime, and if we are to open the gates 
of the water wheel or turbine quickly, we are re- 
strained from doing so at any faster rate than the 
water in the pipe will accelerate or increase its 
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velocity due to the action of gravity. These re- 
straints are put upon us by the mertea of the water. 
They have been well known in the art from the 
earliest time. 

The Century Dictionary definition of ‘‘inertia,”’ 
given above, may be considered to be one of the 
fundamental laws of nature. 

Mr. Lyndon did not discover this law, neither did 
any of the inventors referred to in this case, it is 
and was public knowledge. 

The economy of water effected by holding back in 
the pipe line or reservoir that water which was not 
required for power when closing the water wheel 
vate was not discovered by Mr. Lyndon or anv of the 
inventors or references in this case, but this was and 
is public knowledge. 

Mr. Lyndon was the first, however, to successfully 
govern by correcting for the effect of the inertia of 
the moving column of water in the pipe line. 

LYNDON’S INVENTION. 


Before Lyndon’s teaching, governors were not al- 
lowed to move the gates quickly (or the pipe would 
burst and the plant be wrecked). Lyndon’s intro- 
duction of an inversely operated bypass actuated by 
the governing means made possible for the first time 
—the rapid movement of the water gate to the re- 
quired new position—thus catching the speed before 
it had changed. 

The ‘‘time element of the main gate and water 
wheel’’ was before, the controlling factor. This Lyn- 
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don removed from the water gates and wheel and 
took care of it in the by-pass (Comp. Ex. A., Lyndon 
patent, page 4, line 96). He provided the way to 
operate the water gates with any desired degree of 
rapidity without over-running, and this without in- 
terference by the inertia of the water, which was 
taken care of in the by-pass as actuated by the gov- 
ernor. 

We contend that Lamar Lyndon, took the inven- 
tive steps which made electro-mechanical speed con- 
trol the success that it is today and complied fully 
with the law to secure patent protection afforded by 
the statutes. 


Lamar Lyndon was the first to conceive and dis- 
close to others and apply for a patent thereon; of a 
combination of elements for accomplishing the auto- 
matic regulation of the speed of water wheels and 
larbines under the varying conditions met with in 
modern practice, so as to secure the regulation of 
the speed within sufficiently accurate limits to meet 
the requrements of modern electro-mechanical 
transmission service. 


Lyndon was in these respects a pioneer. Success- 
ful governing under the requirements of modern 
service was not accomplished before. 

He pointed the way to securing in a water wheel 
governor—‘‘the automatic return of the controller 
to normal position to interrupt the governing action 
before it had over-run,”’ that is, the introduction of 
means such that the governor when in the act of 
moving the water gate to a new position would be 
prevented from moving the gate a little too far, and 
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then later moving it back a little further than neces- 
sary; this previously existing defect resulted in the 
vovernor making a number of successive movements, 
usually of redueing amplitude, but causing the 
speed to vary first one side and then the other of 
normal before the accurate speed was finally found 
and held. The Lyndon device eliminated these 
oscillations. 


This ‘‘hunting’”’ of the governor for its correct 
speed called by Lyndon over-running of the gov- 
eror (and of the water wheel speed) was a very 
disturbing element in the speed control of the earlier 
wheel and resulted in an erratic, unreliable and 
damaging speed variation to the driven machinery, 
and in the case of electro-mechanical water whee! 
governing resulted in the voltage, or potential on 
the electric transmission lines raising and lower- 
ing a number of times, and consequently an inter- 
mittent intensity of brightening and dimming or 
darkening of the electric lights served therefrom. 
This was a common defect in 1900 until the use of 
Lyndon’s invention. 


At times, this over-running of the governor would 
cause serious speed fluctuations resulting in the 
wrecking or burning out of the driven machinery, 
and unless safety means were used on the pipe 
line, would also result in damaging stresses in the 
pipe due to the over-running or oscillatory move- 
ment of the water wheel gates affecting the water 
flow. 


The by-pass combimation, ts broadly and basic- 
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ally claimed in Claims 6, 7 and 8 of the patent in 
suit. 

The combination preventing over-running ts 
broadly claimed in Claims 3 and 4 of the patent in 
surt. 

The infringing structures clearly contain and 
utilize ‘‘the substance of the invention,’’ within 
the meaning of the leading and controlling cases, 
such as the decision of this Court in Stebler vs. 
Riverside Heights, et al., 205 Fed. 735. It is true 
that the invention has been clothed in different 
raiment by the defendant, but that will not escape 
infringement where the substance of the invention 
is taken. All that is required under section 4888 
U.S. R.S., is that the inventor disclose and picture 
and describe the best form of the invention known 
or occurring to him at the time he makes applica- 
tion for patent, but his claims cover the full length 
and breadth of his addition to the art and another 
will not be allowed to take the invention of the 
combination claims, the very entities which are 
novel, and dress them up in different form and 
thereby escape infringement. 


The United States Patent Office has placed its 
seal of approval on Lyndon’s claims in the broadest 
possible language (8, 4, 6, 7 and 8) in the patent in 
suit and awarded exclusive rights thereunder. 

These claims were allowed substantially as pre- 
sented by the applicant, as will be evident from 
examination of the file wrapper and _ contents 
(Comp. Ex. Lyndon file wrapper and contents). 
This intention of the inventor and the coincident 
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intention of the Patent Office resulting in the issue 
of this broad patent is highly significant, and such 
joint intentions have of course been generally ap- 
proved and adopted by the Courts, as see 


Crawford v. Heysinger, 123 U. S. 602, 1887; 
Trader v. Messmore, 1 Bann. & Ard. 639, 


1875 ; 

Bate Refrigerating Co. v. Kastman, 24 F. R. 
649, 1885 ; 

Wilhams Rubber Shoe Co., 49 F. R. 251, 
1892. 


As the Courts have said, it is proper to look 
through the disguises of an alleged infringement, 
and if there is thus disclosed a structure which co- 
incides with the invention, in all reasonable re- 
spects, infringement must be found, wnless the in- 
ventor has disclaimed any breadth of invention. The 
Courts have said upon this heading: 


‘‘Unless there are limitations written into 
the claim or imposed by the prior art, or by the 
acceptance of a narrow claim in place of «a 
broad one, in the Patent Office, in order to 
secure the patent the inventor is entitled to 
every form in which his invention may be 

. a . : ” 
copied and to a broad construction. 


Hall Mammoth Incubator Co. v. Teabout, 
205 Fed. 906. 


Also, 


“The court will look through the disguises, 
however ingenious, to see whether the imven- 
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tive idea of the original inventor has been ap- 
propriated, and whether the defendant’s device 
contains the material features of the patent in 
suit, and will declare infringement even when 
those features have been supplemented and 
modified to such an extent that the defendant 
may be entitled to a patent for the iImprove- 
ment.’ 


Crown Cork and Seal Co. v. Aluminum Stop- 
per Co., 108 Fed. 866. 


The very doctrine of equivalents, which as we 
shall see is unnecessary to apply rigidly in broad 
combination patents further than as to. general prin- 
ciple, speaks for infringement in this case, as it al- 
ways does where the real invention has been copied. 
See Walker on Patents, section 350, page 308, 4th 
Kidition, as follows: 


‘The doctrine of equivalents may be mvoked 
by any patentee, whether he claimed equiva- 
lents in his claim, or described any in his 
specification, or omitted to do either or both 
of those things. The patentee, having described 
his invention and shown its principles, and 
claimed it in that form which most perfectly 
embodies it, is, In contemplation of law, deemed 
to claim every form in which his invention may 
be copied, unless he manifests an intention to 
disclaim some of those forms.’’ (Citing many 
cases. ) 


In the case at bar, the whole purport of the patent 
disclosure and claims, is, we shall see, along the 
lines of breadth, scope and comprehensiveness such 
as properly attaches to an invention which precedes 
all the rest, and the invention which underlies all 
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that later workers in the art produce, subjects them 
to tribute within the doctrine of Railway Co. v. 
Sayles, 97 U.S. 554. 

The defendant’s structures fall within the clear 
language of the broad claims of the patent im suit, 
and even the terminology of the narrower claims 
finds its equivalent expression in defendant’s struc- 
tures. 

We need not cite any law to your Honors to the 
effect that when there are distinctions as to scope 
between claims, such distinctions must be presumed 
to have been intentionally created and embodied in 
the patent. If this were not so the claims, each of 
which in its effect, as the Courts have said, is a 
separate patent, would amount to mere useless repe- 
tition, and all but one would be void. 


The defendant has utilized the Lyndon means for 
preventing the over-running of the governor, accom- 
plishing just the proper governor movement, and no 
more or less (as expressed in Claims 3 and 4 of the 
patent in suit.) The defendant has clearly utilized 
the by-pass in combination as taught by Lyndon. 
That the defendant’s structures utilize these broadlv 
claimed combinations and entities to produce the 
same useful results, 1s beyond dispute, and was so 
found by the lower court (Trans. p. 68, lines 4 to 8). 
That the results are produced in substantially the 
same manner cannot be gainsaid. And that the 
means are substantially equivalent, within the 
proper broad interpretation of the claims, ecrtainly 
must be conceded. A pioneer invention is entitled 
to a greater measure of reward in terms of mo- 


16 


nopoly, than a mere producer of detail variation. 
Our contention is supported by the decisions of the 
Supreme Court in Winans v. Densmead, 15 Howard, 
341, and Morley Machine Co. v. Lancaster, 129 U. 8. 
273. 

Either infringement must be found in this case 
or mere mechanical change, with or without inven- 
tion, will escape a charge of infringement of a prior 
patent. This Court has often held to the contrary, 
and it is safe to say has never had before it for 
adjudication a patent with claims in broader terms 
or for an invention of more basic and epoch-making 
character. 

The art has not ignored the patentee. Until 
Lyndon gave the invention to the world there was 
no adequate governor for electro-mechanical water 
wheels. Lyndon diligently notified infringers from 
the first and he had not the means to prosecute 
infringers and never was in a position so to do. 
The complainant in this case and assignee of Lyn- 
don has taken up the work, and either the monopoly 
should be respected, or a tragic day has arrived for 
patentees who put their faith in governmental con- 
tracts. 


The trial Court fell into the misapprehension of 
the law that the patent must be narrowly construed 
when the specific structure disclosed in its drawings 
and specifications had not been utilized. It is true 
that if the specific disclosure of a narrow patent and 
which claims substantially the very thing shown in 
the drawings, and no more, does not take the field, 
but something radically at variance therewith does, 
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the patent will not ordinarily be as broadly con- 
strued, in weighing infringement, as if the opposite 
state of facts existed. But in the case at bar, to 
emasculate the patent by any such process of false 
reasoning and false application of patent law, is to 
nullify the whole grant, because Lyndon made aud 
claimed a broad and important invention. 

In this connection see the principle announced by 
this Honorable Court in Kings County Raisin & 
Fruit Co. et al. v. United States Consolidated 
Seeded Raisin Co., 182 Fed. 59, to the effect that 
anticipation does not attach to a mere abandoned 
expermment, oy prior theoretical machine; also the 
principle announced in the Paper Bag ease, 210 U. 
s. 405, to the effect that the law does not require 
of a patentee that he ever practice the invention 
himself, or that the exact thing of the patent dis- 
closure be put into practice, in order that the patent 
may be found infringed by another who uses a dif- 
ferent thing within the spirit of the invention. 

We repeat, that Lyndon complied with section 
4888 U. S. R. S., to the effect that ‘‘in case of a 
machine, he shall explain the principle thereof, and 
the best mode in which he has contemplated apply- 
ing that principle, so as to distinguish it from other 
inventions; and he shall particularly point out and 
distinctly claim the part, improvement or combina- 
tion which he claims is his invention or discovery.’’ 

Referring to the said statute, Walker says (see- 
tion 174): 


“The deseription is required to explain the 
principle thereof, and the mode of applying 
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that principle that the inventor believes to be 
the best. It is not necessary that the description 
should be intelligible to everv intelligible man, 
nor to every skilled mechanic. If it can be un- 
derstood by those who possess full knowledge 
of the prior inventions in the same department 
of art or science, it is full, clear, concise and 
exact enough to comply with the statute.’’ 
(See Loomis v. Higgins, 105 U. 8. 580.) 


Also the rules of the Patent Office confine the 
applicant to but one specific disclosure. 

It is always the plaint of the infringer that he 
has made a change from what the patentee has 
shown in his patent. Jt is easy to multiply the 
species when the genus has been roughed out. But 
the real inventor, and the man who must be re- 
spected and paid for his inventive act, is the man 
who blazes the trail by which the later practitioner 
in the art must travel to get the results. Appellant 
contends that no one has obtained the results pro- 
duced by the Lyndon invention without using that 
muention, as claimed. And while we well know that 
a patentee does not claim ‘‘results’’ but means for 
producing results, we point to the claims of the 
patent in suit, and to the nature and merits of the 
invention, and pray that Lyndon’s assignee, the ap- 
pellant, be upheld as the owner of a legal and valid 
monopoly for the entity which the defendant has 
employed. 

This entity, in combination claims, is to be con- 
sidered as a single thing, distinct and separate from 
the parts of the claim, as has been pointed out in 
Yesbera v. Hardesty, 166 Fed. 120, 125, as follows: 
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“In a combination patent there are no w- 
patented features in the sense that they are 
separable from the patented ones, and no one 
of the elements is patented. They may all be 
old and not patentable at all unless there is 
some new combination of them. The point to 
be emphasized is that the law looks not at the 
elements or factors of an invented combination 
as a subject for a patent, but only to the com- 
bination itself as a unit distinct from its parts, 
and in such case there could be no comparison 
of patented and unpatented parts.”’ 


SPECIFICATION OF ERRORS AND 
ARGUMENT. 


When we turn to the conclusions of the Court, 
(T. p. 62) we are immediately confronted with the 
clearly apparent fact that the Court, in the first 
place, paid too much attention to immaterial details 
of the specific construction disclosed in the Lyndon 
patent, and in the second place, erroneously applied 
the tests of infringement bv a too curtailed applica- 
tion of the elastic doctrine of equivalents. 


We contend that the Court was clearly in error 
in his understanding of the Paper Bag case, 210 
U.S. 405 (supra), and the other cases mentioned in 
the conclusions (T. p. 63). Clearly, in claims such 
as 3, 4, 6 and 7 of the patent in suit the word 
‘‘means”’ or the like, is emploved to deseribe con- 
nective features of the combination and such terms 
may be considered to cover practically any sub- 
stitute part or feature. This appears particularly 
from the language in Davis Sewing Machine Co. v. 
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New Departure Manufacturing Co., 217 Fed. 775, 
and quoted below. 


In Ries v. Barth, referred to in the conclusions 
of the Court, we have almost an analogous situa- 
tion, and the Court there states that the patentee 
in reciting ‘‘means’’ or the like, in his claim, calls 
for any means, and covers any means, for the pur- 
pose in view. Your Honors’ attention is particu- 
larly invited to these four cases referred to in the 
conclusions of the Court and presented by appellant 
in the lower Court (T. p. 63). The Court admits 
that claims using such terms as ‘‘means’’ are valid 
where the specifications clearly disclose the particu- 
lar means or mechanism having the function indi- 
cated in the claims. The trial Court apparently 
considered that this language implied that the claims 
must be limited to such particular means or 
mechanism. What the Supreme Court meant was 
that claims for means are valid where they are sup- 
ported by the presence in the specifications of means 
having the function indicated by the claims. The 
Supreme Court said that ‘‘means’’ and ‘‘mechan- 
ism’’ were clearly used by the inventor to express 
the relation between the correlated parts, the plate 
and the cylinder in that case, and which was found 
to be the gist of the invention, such plate and 
cylinder in themselves being old. We contend in 
this case that the relation between the by-pass valve 
and the water gate was new with Lyndon, as also 
the relations between the features preventing over- 
running of the governor, and that the defendant- 
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appellant is using such relation and infringes the 
claims. 


IN CONSIDERING A COMBINATION 
CLAIM WE HAVE BEFORE US AN ENTITY 
THE COMPONENT PARTS OF WHICH MAY 
INCLUDE “MEANS” FOR COMPLETING 
THE WORKING RELATIONS BETWEEN 
THE OTHER PARTS. THESE MEANS 
WHICH WE MAY CALL CONNECTIVE IN 
NATURE, MAY BE REPRESENTED IN THE 
INFRINGING STRUCTURE BY ANY SUB- 
STITUTE WHICH CAN PERFORM THE 
SAME OFFICE OR DUTY. SO IN SEARCH- 
ING FOR INFRINGEMENT OF A COMBINA- 
TION CLAIM WE MUST SEARCH FOR THE 
ENTITY, FOR THAT IS WHAT THE CLAIM 
COVERS. ONE CANNOT AVOID INFRINGE- 
MENT BY USING THE COMBINATION 
ENTITY AND IN SO DOING PROVIDING 
ANY MERE SUBSTITUTE CONNECTIVE 
MEANS. THE TEST IS, HAS THE SUB- 
STANCE OF THE INVENTION BEEN AP- 
PROPRIATED BY THE DEFENDANT. 


Each combination claim of a patent is a separate 
entity, and each of the claims of the Lyndon patent 
in suit is for a combination. There is a striking 
analogy between such entity and the entity of a 
corporation. A corporation is no less a unit or 
single entity because it includes a plurality of stock- 
holders. These stockholders may in fact be other 
corporate entities as well as natural individuals. 
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The claims are the measure of the invention as 
within the Paper Bag case decision, and are differ- 
ent measures of the invention in accordance with 
their several scopes. 


The substance of the claim is the combination. 
That is the entity to be considered in inquiring as 
to infringement. In other words, the combination 
is a unit and such unit is the thing to be found in 
the infringing structure. It is not less a unit, be- 
cause it has component parts, than is the human 
body with its co-ordinated organs and their func- 
tions and ‘‘inversely’’ operated legs actuated by the 
connective nervous system. Where such component 
parts are recited as inter-related through the agency 
of means, the claim ts to be construed as a unit and 
is not to be interpreted as being merely or m any 
particular sense or any such means alone. It is not 
proper to magnify the importance of specific means 
to such an extent that the substance of the unitary 
ceombination is lost sight of. Within the meaning 
of the Paper Bag case, which is the last word of the 
Supreme Court on this subject, the ‘‘pith’’ of the 
invention is the combination as a wut stated in the 
claim and the ‘‘means’’ recited in the claim are 
employed in a connective sense or as, connecting to- 
gether or, joining together in inter-relation the 
other parts. Such means may be the same means or 
any substitute means capable of performing the 
same service or duty in the combination. In other 
words, coming down to Claim 6 of the Lyndon 
patent, it was necessary to include in the claim 
means for inversely operating the water gate and 


the by-pass valve to complete the inter-relation of 
parts of the structure, thus forming the unitary 
combination. Had the claim merely been as fol- 
lows: ‘‘Inversely operating water gate and by-pass 
valve’’: or, on the other hand, ‘‘Means for inversely 
operating a water gate and a by-pass valve’’ and 
for nothing more, the ‘‘means’’ would then have been 
the entire substance of the claim. As it is, the 
means of such claim is merely used in a connective 
sense to complete the inte1-relation of the parts, 
thus making a proper unitary combination, and the 
employment of any substitute for Lyndon’s specific 
means will not avoid infringement. The principal 
elements of the claim are, therefore, the water gate 
operating means and the by-pass valve, and the 
*‘means connected to the water gate operating means 
and operating the by-pass valve inversely to the 
operation of the water gate’? are any connective 
means perfecting the inter-relation between the 
water gate operating means and the by-pass valve, 
and completing the combination. 


Thus infringement can not be avoided by using 
a substitute for specifically shown connective means 
if the entire combination be employed in the in- 
fringing structure; the test is whether the combina- 
tion as a unit is found in the infringing structure 
irrespective of the presence of mere substitute con- 
nective means. To allow an infringer to escape 
because he provided a mere substitute connective 
means violates the entire principle of construction 
of combination claims, particularly within the mean- 
ing of the Paper Bag ease and the other cited cases 
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interpretive of that decision, and with the addition 
of the very recent case of Davis Sewing Machine 
Co. v. New Departure Manufacturing Co., 217 Fed. 
775, second syl. and last paragraph of page 782, page 
783, first and second paragraphs page 784, and sec- 
ond paragraph page 786. In this decision the fol- 
lowing significant language is found (p. 782): 


‘‘In other words, where used with reference 
to the exact pomt of novelty, ‘means’ or 
‘mechanism’ may expose the claim to attack 
on the ground that it is functional; in that re- 
spect, each case will present a problem bv itself. 
But where used with reference to the make-up 
of the field in which the real invention finds its 
usefulness or with reference to the connecting 
parts which permit the salient novelty of the 
invention to accomplish its function, these 
words are only a convenient formula of the 
broadest equivalency of which the real inven- 
tion permits. Their use amounts to a statement 
by the inventor, that, as to this element, the 
claim is not confined to the form shown, nor to 
any close imitation of that form, but extends 
as broadly as is consistent with the extent of 
lis inventive step to all forms accomplishing 


that part of the ultimate, composite result, 
eo HO 


The Paper Bag ease is further digested in this 
decision, and on page 784, reference is made to the 
Patent Office practice pertinent to the use of the 
terms ‘‘means,’’ ‘‘mechanism,’’ and the like. 

Universally where the term “‘means’’ ts used wm 
the Lyndon claims, it is used in a connective sense to 
complete the inter-relation of working parts of the 
unitary combinations. No such language is used 
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where the principal novel element of the combina- 
tion is referred to, such as the “valve controlling 
said by-pass,” or “a valve for such by-pass.’ This 
language applies to leading working parts of the 
novel unitary combinations. “Means” is used in a 
connective sense. 


The term ‘‘equivalent’’ has no fixed meaning and 
the decisions above quoted make it clear that one 
cannot escape infringement by substituting differ- 
ent, or even patentably different, means for those 
specifically shown and described in the patent in 
suit, where the same results are obtained, or the 
same; or similar results are obtained in substan- 
tially the same manner. This is the doctrine of 
Winans v. Denmead, Howe (supra). 


The trial Court falls into error by assuming that 
the patent is only for the specific thing shown in 
the drawings (T. p. 66). All of the authorities point 
out that claims may vary in scope. Certainly Claims 
3, +, 6, 7 and 8 of the patent in suit are not to be 
lumited to the specific things shown in the specifica- 
tions and mentioned in certain specific claims; even 
the specific claims were entitled to a broad range of 
equivalents warranted by the scant state of the 
prior art, which nowhere discloses any of the com- 
binations covered by the patent in suit. The patent 
stands absolutely unanticipated: not even the at- 
tempted piece-meal anticipation condemned by the 
Court in Yesbera v. Hardesty, 166 Fed. 120, 125 
(supra), is of avail to appellee in this case. 

The Court states (T. p. 66), that we must con- 
sider the prior art in determining the proper posi- 
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tion to be occupied by the invention and the rela- 
tion thereto of the alleged infringing device. How 
could the Court fail to find infringement, as far as 
anything in his conclusions or in the record ap- 
pears, under such procedure ? 


The trial Court in his conclusions states (T. p. 
67) that there has never been a machine manufac- 
tured like that described in the patent in suit. 
While it is true that not the exact form shown in 
the drawings has been put into practice, the inven- 
tion has been widely copied, as shown by the evi- 
dence of many witnesses such as that of Prof. Cory, 
Dean of the College of Mechanics of the University 
of California (T. p. 262-498-531). Prof. Cory testi- 
fied that the Lyndon invention has revolutionized 
the ait of water wheel governing (T. p. 468-469), 
(Henry, T. p. 416-417). The appellee has used it, 
not only in this plant but in other much larger 
plants installed by the Pelton Water Wheel Com- 
panv for the City of Los Angeles, and which com- 
pany has, as we have seen, taken a license under 
the patent in suit and paid a large cash considera- 
tion to the appellant therefor. (Henry, T. p. 2480- 
2484-2486-2504. ) 


The law is the only remedy known to Comp. to 
establish validity and thereby establish a licensable 
patent. It introduces a hiatus into the affairs of 
patentees for the Court to rely on an absence of 
licenses to defeat validity—for the infringer con- 
stantly relies wpon the absence of a decision of 
validity to refuse to pay for a license. This leaves 
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the patentee in midstream denied a landing on 
either shore. 

We contend that utility of the invention 1s 
strongly established by the said licenses and by in- 
tervenor’s sworn statement that it had furnished 
about $194,000 worth of such apparatus. (T. p. 2+ 
25.) 

It is of no significance that this license was taken 
and other licenses issued only since the commence- 
nent of this suit. The fact that the Pelton Water 
Wheel Company intervened in this suit and was 
made a defendant and commenced a vigorous cam- 
paign of defense, (T. p. 21 to 50) and then took a 
license, acknowledged validity and withdrew as in- 
tervenor is highly significant. (T. p. 87.) There 
could be no better indication of what that large 
manufacturing concern thought of the patent im 
suit. . 

We have seen that in accordance with the Paper 
Bag case (supra) it is immaterial whether the 
specific device of the drawing of the patent in suit 
has been manufactured or not prior to the com- 
mencement of the suit. 

The Court makes a most remarkable statement 
further down on page 67 of the transcript, namely, 
that unquestionably the evidence shows that the 
Lyndon invention will not work if the mercury cups 
were used as disclosed by the patent, without 
change. 

We are unable to find the evidence to support 
any such conclusion and Lyndon showed more than 
one form and did not limit himself to mercury con- 
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tacts. This concerns a mere trivial detail. IJt was 
within the ordinary skill and knowledge of any 
electrical worker to vary the depth or substitute 
other form of contacts or by well known adjust- 
ments to vary the time of performance of the vari- 
ous parts of the structure. 


See 


Defendant’s Expert Berry, T. p. 1007, 1008- 
13305 

Defendant’s Expert Durand, T. p. 2865, R. D. 
One Ue 


However, the machine of the patent is clearly 
operative. 

Defendant’s Expert Berry (T. p. 1323) says the 
only reason he would not guarantee operativeness 
is that it is not customary for engineers to make 
such a guarantee. (Also T. p. 1456; also T. p. 1320, 
Q. 898, Defendant’s Expert Durand in answering 
DOPOD en. 2829 weaner 


‘(# * * the latter (the device contemplated 
in the Lyndon specification) is operative * * * 
(and said devices) are operated entirely inde- 
pendently of such human intervention.” 


Comp’s Expert Cory, T. p. 468, 469, 2385, finds in 
the Lyndon disclosure ‘‘a complete operating me- 
CWanisii) aiecmmnene 

Berry finds the electrical features simple, and he 
fully understood them (T. p. 901). 

The conclusions of the Lower Court (T. p. 67— 
bottom) that difference in principle exists is utterly 
without foundation in view of the record. 
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A graphic showing of the principles of operation 
1s inserted opposite to aid to a clear mental picture, 
and the following testimony is cited: 


Electrical and mechanical actions are equivalent 
and electrical devices cffect mechanical action. 
(Comp. Expert Cory, T. p. 248, Ans. 48; also T. p. 
497, 2335 to 2345.) 


The gate and by-pass pass movements are by 
mechanical means in Lyndon (Defendant’s Expert 
Berry, T. p. 899). Mechanical action of al! parts 
in the Lyndon patent is shown bv Berry, T. p. 1310, 
Ans. 867. 


See also Lyndon (the patentee), T. p. 1871 and 
Meyer, T. p. 2662. 


The Bakersfield device referred to in the con- 
clusions of the lower Cowt was an abandoned 
experiment, as we shall see, and was thrown out and 
superseded by something else, and never operated 
in accordance with the principles of the patent in 
suit. It did not even contain, by the remotest 
stretch of the mechanical imagination, all of the 
elements of Claims 3, 4, 7 and 8 or any near ap- 
proach thereto. And it did not contain operatively 
the elements of Claim 6. It is now controlled from 
a distant plant by the Lyndon invention. 


The only witness produced who had ever operated 
or attempted to operate this plant in regular service 
was the superintendent, Dearth, in charge of same 
from a period of a year before the installation and 
until many years after. Dearth was produeed by 
the complainant, and his testimony shows that the 
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attempted governor devices were inoperative. T. p. 
1647-1650. 

That they failed to meet the requirements. 'T. p- 
1666-7110. 

That they were experimental only. T. p. 1646- 
1659-1679-1706. 

That the said governor devices were abandoned. 
T. p. 1645-1648-1677-1684. 

That the parts were thrown into the scrap heap 
and sold for junk. T. p. 1648-1650, 1653, 1654. 

That after said abandoned experiments the plant 
was operated by hand control at great expense and 
inferior service. T. p. 1661-2-5-4, 1681, 1667-1682- 
HOST. 

That within the last few years only it has been 
‘‘tied in’’ with the other plants and the system gov- 
erned by a master plant located far away and known 
as the Crane Valley Plant. T. p. 1683-1708. 


Dearth’s qualifications and his testimony stands 
uncontradicted and is supported by Beal (his 
superior). T. p. 1729 to 1735, 1737-1749; also by 
Sessions, now practicing law and at that time presi- 
dent of the company who built the apparatus. T. 
p. 1714-1715-1716-1719-1720; by Expert Cory, 2317; 
also by Henry, T. p. 1798-1800-1801-1807-2260. 

That the electric transmission system into which 
this old Bakersfield plant feeds is governed by the 
distant Crane Vallev plant employing governor ap- 
paratus now licensed to the Pelton Water Wheel 
Co. under the patent in suit, is shown by the testi- 
mony of Complainant’s Witness Van Orden, T. p. 
1752-1760; Halloran, T. p. 1790-1792; Henry, T. p- 
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1796-1797, and Comp. Ex. Pelton Co.’s License 
agreement. 

It may be true that Cobb and Van Emon and 
Berry tried to build a water wheel governor—they 
fully realized the need—the demand was very great. 
(Def. Expert Cobb, T. p. 554-600-731-675 ; Comp.’s 
Expert Corv, T. p. 250, Ans. 55; also by Dearth, T. 
p. 1654-1681-1682-1689.) 

It is shown, however, that to take care of the 
inertia effects the well known air chamber was used 
and therefore they missed entirely the conception of 
preventing the inertia effects as invented by Lyndon. 

Defendant’s Expert Cobb, T. p. 764-705-767, 
reported that the by-pass was a failure and should 
be replaced by operative mechanism. T. p. 2324: 
Def. Exhibit Cobb efficiency report, page 18; Cobb, 
T. p. 756. ‘‘Whatever I stated in that report was 
absolutely true at the time it was written.”’ 

We contend the attempted use of the by-pass at 
Bakersfield was for an entirely different purpose, 
namely, to pass water to the riparian owners on the 
Kern River below the plant, and that the builders 
had no conception of the Lyndon invention. 


See Defendant’s Expert Berry, T. p. 1021- 
1066-1397 ; 


Complainant’s Expert Cory, T. p. 263, Q. 113. 

There was no speed sensitive element at Bakers- 

field, and this is an essential to the Lyndon inven- 

tion. Comp. Expert Cory, T. p. 2382-2309-2313- 
2412-2419. 

Berry is the last one who had ,possession of the 
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drawings of the device, but he did not produce them. 
(T. p. 1228, Sessions 1722) and does not vouch for 
the correctness of his reproduction from memory. 
Def. Ex. Berry blue print No. 1; Berry, T. p.aiazo 
The other Def. exhibits MZ, ZZ and XX ‘are not 
relved one lp. 748. 

The Bakersfield by-pass valve was generically de- 
fective for governing purposes, in that its opera- 
tion involved heavy friction, as distinguished from 
the Lyndon and defendant’s valves, which are of 
the frictionless generic type, operable sensitively by 
the governor elements. Lyndon taught the use of 
the frictionless type for by-pass control. 


See Cobb, T. p. 761-790-883; Henry, T. p. 
1811 to 1814, 2252; Cory, T. p. 2299, 2302, 
2303, 2308, 467 ; 


Dearth, T. p. 1670-1657; Lyndon, T. p. 2026- 
2113-1965-1966-1967 ; 


Van Orden, T. p. 1766 to 1770; Wilson, T. p. 
2274-2275 ; Meyer, T. p. 2669. 


We have previously disposed of the lower Court’s 
elroneous position and view with respect to the 
so-called doctrine of ‘‘paper patents,’’ which does 
not apply to the valid patent sued under, but only 
to attempted anticipations of such valid patent. 

We find a peculiar statement of the trial Court, 
commencing at the bottom of T. p. 69, and referring 
to the Lombard governor elements of the defend- 
ant’s structure. We must take direct issue with the 
trial Court; in that the issue of this Lombard 
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patent amounts to any declaration by the Patent 
Office that there is any want of equivalence between 
the Lyndon invention and that of this Lombard 
patent. It is no evidence of non-equivalence but 
merely a declaration of patentable difference which 
exists, in that the Lombard later patent is a specific 
structure falling within the Lyndon broad claims. 
Had Lombard demanded broad claims (which he 
did not) he would have interfered with Lyndon and 
not otherwise. Lombard’s application was long after 
Lyndon, and probably after Lyndon’s disclosure to 
Lombard. This Court has often found that a later 
patent may infringe an earlier patent, as in Bliss 
vy. Spangler, 217 Fed. , and in Stebler v. River- 
side Heights, et al., 205 Fed. 735 (supra). The fact 
that the Patent Office failed to declare an interfer- 
ence, as it should have, between claims of the patent 
in suit and said Lombard patent, does not signify 
anything, as clearly appears in the controversy in 
this court and in the Patent Office, as disclosed im 
P27er ed. 607, Wilson et al. v. Bole, ét al. 


It was not necessary for Lyndon or his assign 
to notify the Lombard Company. However, Lyn- 
don says he did this more than once. Lyndon, T. p. 
1974, 1992, 1994, and the publication of the patent 
is notification to the public. Lyndon never knew 
of the infringement of his patent by the defendant 
in this case. T. p. 2008. 

The record shows fully that this device has been 
part of water wheel governors as to which notifica- 
tion had been given. T. p. 293, 2135. We shall see 
later on that this Lombard speed returning clement 
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of the infringing structures was clearly the inven- 
tion of Lyndon’and embodied in the disclosure and 
claims of the Lyndon patent. 

The trial Court then proceeds to make the re- 
markable assertion that Claims 8 and 9 are the only 
claims of the patent in suit concerning the by-pass 
valve. T.. p. 70. How could the Court overlook the 
clear inclusion of this valve in Claims 6 and 72 
Certainly the trial Court has not fully weighed and 
considered these claims or such oversight could not 
occur, We believe that therein lies possibly the 
most fundamental error in the attitude of the trial 
Court to this whole question of infringement, 
namely, that the Court has not considered and given 
the proper legal effect and weight to the broad 
claims of the patent in swit, but has merely com- 
pared the drawings of the patent in suit, with de- 
fendant’s structures, and hesitated to find them 
strictly and technically and in all details and re- 
spects, mechanical equivalents. In such attitude he 
ignored the substance and gist of the invention. 


The testimony shows that the defendant clearly 
uses the same generic type of valve for its by-pass. 
Wilson, T. p. 1628-1629; Van Orden, 1766 to 1770; 
Cory, 2308; Lyndon, 1965 to 1967-2113. 


This generic frictionless type of valve, as exen)- 
plified by the ‘‘butterfly’’ valve, is clearly disclosed 
in the patent in suit, and it may well be read into 
Claims 6, 7 and 8 if the Court so elects. As to this, 
see the opinion of the Court in the recent decision 
of Waterloo Cement Machinery Corp. v. Engel, 230 
Fed. 169, at page 170, as follows: 
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(1) ‘‘According to the specification the sup- 
porting crossbar is provided with an upwardly 
projecting spindle so affixed as to make it a part 
of the crossbar. Neither of the claims in issue 
particularizes such feature, and the first ques- 
tion to be answered is whether the particular 
crossbar of the specification is included in the 
claims and protected by the patent. Itis referred 
to in the specification with considerable de- 
tail, and stress is laid upon the manner of ar- 
ranging the shaft in relation to the mixing tank 
and extending it into ‘an integral upwardly ex- 
tending sleeve 13 of the tank so as to provide an 

.axle bearing for the tank, preventing the latter 
from swerving or tilting on its ball bearings.’ 
The drawings quite clearly illustrate the details 
of construction of the crossbar, and, indeed, the 
feature of projecting the shaft into the tank 
was evidently regarded by the patentee as a 
highly important feature of the invention. To 
project the bearing into the tank, instead of pro- 
jecting it outwardly from the bottom of the tank, 
as Shown in prior patents in evidence, was con- 
ducive to a more even distribution of the load 
and a better balancing of it on the bearing shaft, 
and also to a more convenient use of the tank for 
mixing and discharging material. In my opin- 
ion the claims must be construed to cover the 
actual invention; that is, as if the claims had 
specified the crossbar or spindle as one project- 
ing into the tank. Such a construction I believe 
is justified, even though the claims do not con- 
tain the words ‘substantially as deseribed.’ 
mMatchwell v. Tilehman, 19 Wall. 287, 22 L. Ed. 
129.7’ 


The Court clearly misjudges the invention of 
Lyndon in his conchisions (T. p. 71). No governor 
was ever heard of that had as its object the speed- 
ing up or slowing down of a water wheel. The 
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object of the governor is to maintain constant the 
speed of the electro-mechanical water wheel. The 
object of the defendant’s device is not to take 
the pressure off the wheel and make it tend to slow 
down, but equally with the Lyndon invention, to 
keep the wheel moving at a constant speed and 
thereby keep the potential of electrical energy in 
the cirewt of the generator constant. It is imma- 
terial if the defendant’s device only uses the by-pass 
in a closing movement of the water wheel gate, or 
needle valve, which we deny. Lyndon discloses 
means for causing this movement in either closing 
or opening movement of the water wheel gate. The 
claims are clear as to this, and the whole purport of 
the Lyndon patent is to that effect. 

Defendant’s witness McAfee, who has operated 
the Division Creek plant for years and is familiar 
with the Cottonwood plant also, gave very definite 
testimony, T’. p. 1545, Ans. 34; 1548, Ans. 47; 1549, 
Ans. 50; also 1555 to 1572, and which is very con- 
vineing on this. 

The continued use by the defendant is shown by 
this same witness. T. p. 1581-1582-1583, and that 
its use was to prevent pressure variations and 
secure accurate governing. T. p. 1591, Ans. 292, 
1552. On this question of governor movement see 
also, Cory, T. p. 429; Lyndon, 1858; Henry, 407. 
That both plants have the same devices, see Scatter- 
good, 162. 

A few of the questions and answers of Prof. Cory 
and Witness Scattergood and Defendant’s Witness 
McAfee are quoted as follows: 


3f 


Prof. Cory testifies. T. p. 279, referring to Comp. 
Tix. U and V. 


‘*@. 160. If the cireulation of oil or other 
fluid in these dashpots is retarded, what will 
be the effect upon the responsiveness of the 
by-pass valve to the governing action? 


‘‘A. The tendency will be to make the govern- 
ing of the by-pass valve more slow or tend to 
retard its operation, although not at all to pre- 
‘vent its ultimate operation to the limits desired. 
It introduces what is known as the time element 
or delay in time in the operation of the by- 
pass valve. If the flow of the oil or liquid 
in the dashpot is retarded by the adjustment of 
the serews, it would tend to increase the time 
element required for the operation of the by- 
pass valve or to make it operate more slowly.” 


Scattergood testifies. 'T. p. 162, in regard to the 
defendant’s apparatus: 


““Q. 26. By Mr. Blakeslee: What is the re- 
sult of this operation of the auxiliary needle in 
conjunction with the sudden closing of the 
main needle? 


‘‘A, The result is to prevent dangerous rise 
of pressure which might endanger the penstock 
line or, at least, that is the intended result.”’ 


T. p. 166— 


“Q, 32. If this auxiliary needle and nozzle 
were eliminated, would or would not there be 
a difference in velocity of water flow past the 
main needle upon moving the same toward 
closing position, resulting in a difference of 
velocity of the water wheel in rotation during 
governing action? 
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‘““A. There would be and there is at alf 
times, as I have already stated. The effect 
of the auxiliary device occurs simply in rare 
instances in which the closure is unusually 
rapid, and to prevent that increase going be- 
vond a certain point—that is, the increase of 
pressure in the pipe line—and to that extent 
it affects the possible inerease which might 
otherwise appear in the velocity of the water 
corresponding to the additional increase of 
pressure which would under those circumstances 
occur. 


“@. 33. Then am I correct in deducimeainew 
the extent of service of the auxihary needle 
and nozzle are dependent upon the extent of 
operation of the governing device, which is, in 
turn, controlled by the extent of fluctuation of 
load upon the water wheel? 


‘‘A. Altogether upon the rate of that flue- 
tuation. At ordinary rates of fluctuation of 
load, the auxiliary nozzle has no effect what- 
ever, and it is only in ease of sudden de- 
creases in load that its effect occurs, and the 
effect in preventing increases of pressure in 
the pipe line increases of velocity of the 
ejected water from the main nozzle is only 
partial. 


“*Q. 35. Do vou remember when both of 
these plants with the governing devices were 
installed ? 

‘“A. I believe they were both installed in 
the year 1909, one in the early part of the year 
and one in the fall.’’ 


T. p. 1544. McAfee testifying says: 


“Q. 33. By Mi. Westall: State what, if any, 
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means are provided in the Division Creek No. 
2 plant to guard against exeessive pressures in 
the pipe-line. 


“A, That is bv the relief nozzle or aux- 
iliary. 


“*Q. 34. Please state in a general way the 
construction and mode of operation of the 
auxiliary relief nozzie referred to in vour last 
answer, and describe how it operates to protect 
the pipe-line from excessive pressure. 


“A. The auxiliary or relief nozzle is sup- 
posed to be a relief, and which is a relief to the 
pipe-line in surging or sudden loads—over- 
loads—of any kind that may come on and cause 
the big needle to open suddenly. The relief 
nozzle is supposed to take care of that in the 
opening or closing suddenly of the main needle. 


=. 36. By"Mr. Westall: State in a génera! 
way the movements of the main needle nozzle 
and the auxiliary relief nozzle during ordinary 
operating conditions of Division No. 2 plant. 


‘A. Under the ordinary conditions of opera- 
tion now the auxiliary is always closed. 


‘‘Myr, Blakeslee: We object to the answer and 
ask that it be stricken out as not responsive to 
the question. 


‘A. The auxiliary is always closed, as | 
have said, unless there is a load comes on of 
some kind—a heavy load—of 80 ox 100 kilo- 
watts, the auxiliary doesn’t move. The way 
the constant load is now the auxiliary is always 
closed, as I have stated. 


“Q. 37. Have you at any time observed 
especially or kept any record of the number of 
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times during any fixed period that the auxiliary 
relief nozzle opened ? 


ON es esiies 


‘*@. 38. When did vou make those observa- 
tions and how long did you continue to note 
those matters especially? 


‘fA. I have been watching it fox movements 
since about the 15th of this month, and the 
auxiliary relief never opened till I foreed a 
heavy surge on the pipe-line to make it open 
to see if it was working properly. 


‘*. 39. Please state if vou know approxi- 
mately how often during the same period of 
time the main needle moved toward either open 
or closed position ? 


‘A, It is continuous at the time I am run- 
ning. It is always opening and closing to ad- 
just the speed. 


‘*. 40. How is the period during which vou 
have given especial attention to the movements 
of this auxiliary relhef nozzle compared as to 
normal operation of the plant with other 
periods during which you gave no especial at- 
tention to the movements of that auxiliary re- 
hef nozzle? 


‘‘Mr. Blakeslee: Objected to as indefinite, no 
object of comparison or basis of comparison 
being given. 


‘CA. Well, during the time that we had the 
dipper dredge working it caused a heavy flue- 
tuation in the load, and they would work con- 
stantly then,—both the relief or auxiliary and 
main needle. 


“QO. 41. By Mr. Westale Bingedumare che 


ry 
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time that you did not have this dipper dredge 
in operation how did the auxiliarv needle- 
valve operate as to opening under changes of 
load 3 


‘fA. If we had other loads, which we did 
have, which was steady, the auxiliary staved 
closed until some sudden surge of load would 
“ar op off causing the speed to run up and the 
main needle would naturally close and the aux- 
iiary would open to give the rehef water the 
water-hammer in the pipe-line. 


‘*A. 43. I was officially in charge like I am 
now of the plant until August 15, 1913. 


‘“Q). 44. What was vour connection with the 
plant prior to that time and during the four 
years that vou have mentioned ? 


‘‘A. Much the same as I am now. I was 
operator, only we were running more shifts. 


‘CA. 47. Well, there was for three years of 
the time that that auxiliarv or relief and the 
main needle were operating continuously, due 
to heavy fluctuations in the load. But since 
August 15th of last year the load has been 
practically steady and the auxiliary has had 
no chanee very much, onlv to remain closed. 


“Q. 50. State whether or not during ordi- 
nary operation of the plant when the “needle 
of the auxiliary nozzle is in its ordinary 
closed position, as vou have testified to, water 
escapes constantly or at all through the aux- 
ihary relief nozzle. 


soee «dt, does. 


“Q. 74. By Mr. Westall: I would eal] your 
attention to Complainant’s Exhibit V and ask 
if you understand the construction, uses and 
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purposes of the device such as therein at- 
tempted to be illustrated, and, if so, to state 
briefly what you conceive to be represented by 
the exhibit referred to. 


‘‘A. The part marked ‘Water Gate Stem, 
M. M.’ is the main needle and nozzle. The part 
marked ‘By-pass Valve Stem’ is the auxiliary 
nozzle and needle.”’ : 


And under cross-examination Witness McAfee 
testifies. 


‘*. 93. All of these photographs represent 
from varying view-points and in different de- 
tails parts of Division Creek No. 2 power plant 
on the line of the aqueduct of Los Angeles, 
California, such power plant being situated in 
Inyo County near the town or city of Inde- 
pendence? Is that not correct? 


‘“‘Mr. Westall: The same objection. 


‘“‘A. Yes, sir. It is 12 miles from that town. 
That is our post-office. 


‘‘(. 112. Then this governor apparatus is 
operated to act upon the water-wheel needle and 
the by-pass needle so as to change their posi- 
tion, then their positions are changed due to the 
changes in speed of rotation of the water-wheel 
shaft? Is that not correct? 


‘‘A. Yes, sir. 


‘“@. Now, excepting when the auxiliary 
needle is returning independently to a certain 
position, that is, independently of the water- 
gate needle, this auxiHary needle moves in- 
versely to the water-gate needle, does it not? 
That is, in a direction opposite of that in which 
the water-gate needle is moving? 
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‘A. Jt does that in ease the main needle 
eloses. The other one will move in reverse. 
Matis, 11 will open. 


‘“Q. 116. I mean at these times the move- 
ment is in the opposite direction. If one is 
closing the other is opening? 


7 \ eS, Sil. 


“@. 117. And the water-gate needle—and [ 
use this term as distinguished from the main 
water-gate that you have testified about—which 
[ take it naturally shuts off the water and is 
shown in the upper central portion of Com- 
plainant’s Exhibit H,—is mechanically con- 
nected with your auxiliarv needle so as to cause 
this inverse movement of the two needles. Is 
that not correct? 


oA, es, SIT. 


‘“. 121. There is also a means provided at 
this plant whereby the water-wheel] needle and 
the auxiliary needle may be jointly or-at the 
same time or inversely and oppositely moved 
by hand? 


mex. YeCS, SIF. 


“*(). 122, And that is the part marked 
‘Hand Operating Lever’ in Complainant’s Ex- 
hibits J and K, is it not? 


sit is marked “Hand Operating Weyer” 


Q. 123. This may be used to work the two 
needles, namely, the water-wheel needle and 
the auxiliary needle, simultaneously or at the 
same time, and inversely or oppositely through 
the rock-shaft or the like which swings on con- 
necting rod IT in Complainant’s Exhibit HH ? 


mea, Yes, sit. 
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‘*(). 124. And it is through that same con- 
necting rod IJ that the two needles are operated 
by the features under control of the speed 
sensitive fly-balls. Is that not correct? 


‘A. Yes, sir; where it is not the hand con- 
trol. I thought you were dealing with the hand 
control. 


‘*Q. 125. I was, and now I am asking if 
the same motions are not imparted to oppos- 
itely move the main and auxiliary needles re- 
ferred to through the same connecting rod 
when the governor is acting under control of 
the fly-balls. Is that not correct? 


‘‘A. Yes, sir. 


‘*™. 128. But when they move in a closing 
direction the auxiliary needle will be moved 
in an opening direction, will it not? 

‘CA. Yes, sir. 


‘*@. 129. And if then the motion of the 
main needle be reversed and the main needle 
be worked in an opening direction, the aux- 
iliary needle will be moved in a closing direc- 
tion, will it not? 


A. | Y 6S Sie 
Clearly the defendant’s device contains the slow 
return to normal position, and this normal position 


may be adjusted to suit the requirements of any in- 
dividual plant. 


Complainant’s Expert Cory, T. p. 521 to 526, 
466, 279, 2319, 485; 


Defendant’s Expert Cobb, 718, Ans. 295. 
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The defendant’s device wastes water to prevent 
inertia effect, during governing and if so adjusted, 
saves it, after the governing period and ‘‘time ele- 
ment”’ has been introduced, by slow return of the 
by-pass valve. The Lyndon device wastes water to 
prevent inertia effect, during governing and if so 
adjusted saves it after the governing period ‘‘time 
element’’ has been introduced, by slow return of the 
by-pass valve (Comp. Ex. A, patent in suit, specifi- 
cations, p. 4, lines 80 to 98); that is, the velocity of 
the water in the pipe has been changed to suit the 
new load after the elapse of the ‘‘time element 
being taken care of in the by-pass;’’ and there will 
be flowing from the pipe just the necessary water to 
carry the load. This is of the essence of the Lyndon 
invention and is water economy. If the velocity of 
the water from the source of supply (the pipe) is 
varied to suit the load, the quantity is varied in the 
same proportion, as it is elementary that the quan- 
tity is proportional to the velocity multiplied by the 
cross section of the supply pipe; and as the cross 
section of the supply pipe is constant, the quantity 
will vary directly as the velocity. Hence Lyndon 
attains the maximum water economy consistent with 
quick governing and prevention of dangerous or 
damaging inertia effects. If defendant’s by-pass 
does not discharge water, at least during govern- 
ing then why use a by-pass under the governor con- 
trol at all? McAfee says it did at all times during 
governing. 


Bearing in mind the fact that it is perfectly 
proper, although not necessary, to read the friction- 
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fess by-pass valve of the Lyndon patent into Claims 
6, 7 and 8 thereof, the trial Court adimits, at the 
bottom of pages 71 and 72 R. that there is proper 
ground for finding infringement In this case. We 
believe that the trial Court in his very conclusions 
has laid a proper and strong foundation for the 
reversal of the decree in this case and of finding 
infringement as well as validity. 


Further, on page 72 T., the trial Court admits 
the propriety of extensive application of the doe- 
trine of equivalents and when your Honors have 
found the Lyndon claims readable on the alleged 
infringing devices you can clearly adopt the said 
views in favor of complainant, and find infringe- 
ment in this case. 


The assignnents of error on this appeal, appear- 
ing at T. p. 52, are respectfully called to your 
Honor’s careful consideration in addition to the 
foregoing observations and the findings and con- 
clusions of the trial Court. 


The Court finds nothing against the validity of 
any of the claims of the patent and has paved the 
way for a finding of infringement even under an 
unnecessarily forced application of the doctrine of 
equivalents. 


We submit that a reversal of the decree will be 
found to be wholly justified upon the record. 
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LYNDON’S INVENTION AND THE ALLEGED 
PRIOR ART. 


In bearing upon the breadth and import of the 
invention of the patent in suit, we wish to quote 
here Claims 3, 4, 6, 7 and 8 thereof: 


3. In a water-wheel governor, the com- 
bination with a water-gate-operatiny shaft, and 
means for operating same in either direction 
to govern the water-wheel, of a controller for 
said operating means, responsive to changes of 
speed of the water-w heel, a returning device for 
said controller provided with a clutch connec- 
tion to satd operating-shaft, and means, actu- 
ated by said controller on movement thereof 
from normal position to engage said clutch with 
the said shaft, so as to cause the return of the 
controller to normal position and interrupt the 
governing action before it has overrun the 
proper amount, substantially as and for the 
purpose set forth. 


“A In a water-wheel governor, the combina- 
tion with a water-gate-operating shaft, a driv- 
ing-shaft and reversing clutch-gear, adapted to 
turn the water-gute-operating shaft im either 
direction, a controller, responsive to changes of 
speed of the water-wheel anl controlling such 
reversing-gear, and « returning device for said 
controller provided with actuating means con- 
trolled by said controlling means to return the 
controller to inoperative position, so as to pre- 
vent excessive movement of the governor. 


“6. Ina water-wheel governor, the combima- 
tion with means for operating the water-gate 
in either direction, a by-pass for the water- 
wheel, and a valve controlling said by-pass, of 
means connected to the water-gate-operatiny 
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means and operating the by-pass valve mversely 
to the operation of the water-gate. 


“7 Ina water-wheel governor the combina- 
tion with means for operating the water-gate 
in either direction from normal position, a by- 
pass for the water-wheel, and a valve for such 
by-pass, of means connected to the water-gate- 
operating means and adapted to operate the 
by-pass valve from normal position in either 
direction, so as to control such valve mversely 
to the control of the water-gate, during the gov- 
erning action of the water-gate, and means for 
returning the by-pass valve to normal position 
on completion of governeng movement of the 
water-gate-operating means. 


“8, Ina water-wheel governor, the combina- 
tion with a shaft for operating the water-gate 
in either direction from normal position, a by- 
pass for the water-wheel and a valve for such 
by-pass normally held in partly-open position, 
of an operating device for said valve provided 
with means for returning the valve to normal 
position, a clutch, adapted to connect said oper- 
ating device for the by-pass valve with the 
water-gate-operating shaft to control the by-pass 
valve iversely to the water gate, reversing 
means for operating the water-gate-operating 
shaft in either direction, a controller, respon- 
sive to the speed of the water-wheel and con- 
trolling said reversing means, and means oper- 
ated by said controller to bring the aforesaid 
clutch tuto operation and to release said clutch 
when the governing action is effected.’ 


These claims stand upon the face of the record 
as absolutely unanticipated. The Swiss and French 
alleged patents, neither of which shows a positively, 
inversely coupled water gate and by-pass valve with 
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mneans for inversely operating the same, or any 
positive means for slowly returning the by-pass 
valve to normal position, or any means for posi- 
tively preventing the governor from ‘“over-run- 
ning,’’ were excluded from evidence by the Honor- 
able trial Judge, inasmuch as only purported certified 
copies were introduced, the alleged certification not 
being as required by statute. The certification pur- 
ports to be merely that of certain officials in the 
foreign countries, and such official certifications 
have no standing in the Courts of this country, anv 
more than mere unlegalized personal affidavits, the 
trial Court therefore refused to consider them. 
However, the record in this case clearly shows the 
invention and disclosure by Lyndon, the patentee, 
prior to the date of publication of cither of these 
Swiss and French patents. 

The record also shows that Lyndon disclosed his 
invention fully in the spring of 1898 to Meyer and 
immediately thereafter to a very large number of 
others. Very full corroboration of his early inven- 
tion is recited by the various witnesses, who almost 
without exception are men in high standing. 

On the subject of disclosure, attention is invited 
to the following testimony, Lyndon, T. p. 1859- 
1833. 

Lyndon disclosed to Meyer, T. p. 1822, 1831, 2017, 
2018, 2022, 2026, 1833. 

Lyndon disclosed to Merrill, T. p:. 8st S41. 

Lyndon disclosed to Reid, T. p. 1834, 1838, 1839, 
2019. 

Lyndon disclosed to Bailey, T. p. 1892, 1905, 2040. 
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Lyndon disclosed to York Mfg. Co., 'T. p. 1845-7, 
1903: 

Lyndon disclosed to Knight, T. p. 1892, 1905, 2044. 

The depositions of all the above witnesses were 
taken in the East and they all corroborate the state- 
ments of Lyndon. See especially that of Thorburn 
Reid, T. p. 2688, 2696 and 2697; Meyer, T. p. 2657, 
9665; Edw. Lyndon, T. p. 2720, 2723, 2728. 

The accompanying table of dates and the above 
testimony will show that neither the French or 
Swiss alleged patents could possibly invalidate that 
of Lyndon, even if they had been accepted as evi- 
dence before the lower Court. 

This testimony clearlv follows the teaching of 
Yesbera v. Hardesty, 166 Fed. (supra), and Top- 
liff v. Topliff, 145 U. S., that fragmentary piece- 
meal anticipation is of no avail. Not a single ex- 
ample or specimen of the combinations of the Lyn- 
don patent is found in the prior art. 

It is not necessary to further call this Court’s 
attention to the abandoned and discarded experi- 
ments, and their non-anticipatory nature. The case 
of Stebler v. Parker, 177 Fed. decided by your 
Honors, and many others, are in point. It is settled 
law that a mere abandoned experiment, and par- 
ticularly where the result aimed at in such experi- 
ment is filled by the very invention of the patent in 
suit, cannot anticipate such patent. 


The testimony disposes of: the alleged anticipat- 
ing Lamb patent, pleaded as a prior publication, but 
not prior to the date of the patent in swt; the pat- 
ent to English; the patent to Wetmore; and the 
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earlier patents to Lombard, as well as the aban- 
doned experiment of the so-called Bakersfield de- 
nace. 


THE LYNDON PATENT AND INFRINGE- 
MENT THEREOF. 


All of the working elements of the Lyndon in- 
vention are mechanical parts, operating by mechani- 
eal means, in mechanical movement. 

In the specific form illustrating the invention 
Lyndon has chosen fluid (electrical) circuits to 
transmit movement from certain parts to certain 
others. In the devices of defendant fluid (oil cir- 
cuits) are employed to transmit movement from 
certain parts to certain others. 

The testimony of Prof. Cory, Dean of the Col- 
lege of Mechanics of the University of California. 
and appearing in the transcript, pages 2334 to 2345, 
is convincing on the equivalence of the two devices. 
See also Def. Expert Berry, 899, latter part of 
Ans. 5, also 1310, Ans. 867. 

The accompanying diagram of energy fluid cir- 
cuits of infringing structures is self-explanatory 
on this point. The figures are the same as appear 
on similar parts of the Lyndon diagramatic diraw- 
ing, Fig. 1 of the patent in suit. 

We have here inserted photographic copies of 
Complainant’s Exhibits E, F, H, I, J, K, U and V, 
to facilitate the ieading of the record thereon. 

The testimony ou infringement and the infring- 
ing apparatus appears more particularly as fol- 
lows: 
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Complainant’s Exhibits illustrating the defend- 
ant’s apparatus and descriptions thereof and com-— 
parison with the Lyndon patent. Seattergood, T. 
p. 171 to 179, 537; by Heinze, 192, 193; Henavaaie 
to 143, and 148 to 156, 297, 216 to 225, 207, 315; 
Cory, 265, 279, 411, 440, 448, 490, 430, 431, 433, 437; 
Lyndon, 1946 to 1954. Defendant’s Expert Cobb, 
643, 873, 874, 878, 879. 

Defendant’s Witness McAfee, who operated the 
devices for years, and who is the only witness 
who is shown to have had any positive knowl- 
edge of the operation of the infringing machines, 
has given a very clear and logical account of 
how the parts worked, and while his entire de- 
position is of interest, the following is particularly 
pertinent: T. p. 1545, Ans. 34; 1548, Ans. 47, re 
Livndon Claim 6; 1549, Ans. 50, re Lyndon Claim 7. 

Continuous use, 1581, 1582, 1583, and general op- 
eration 1555 to 1572. Adjustment of the bypass, 
1593; not used for water economy but to prevent 
pressures, 1591. See also Def. Expert Berry, 1131. 

Def. Expert Cobb, as to the Lyndon claims, 643, 
873, 874, 878, 879. 

Def. Expert Berry concedes the infringing ap- 
paratus acts as a bypass discharging water during 
governor action, 1040, 1041, 1042, 1043, and that 
said bypass is to relieve the inertia pressures, 1131. 

It is immaterial that gearing is shown in the pat- 
ent in suit for setting up a proper drive relation 
to actuate the water gate and by-pass valve, and 
that a hydraulic cylinder and piston is used in the 
defendant’s devices. Equivalence clearly exists, as 
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in Ries, et al. v. Baith Manufacturing Co., 136 Fed. 
850 (supra), and in the further most pertinent case 
decided by the Supreme Court, Blake v. Robertson, 
94 U.S. 732, of this, and in this connection, Walker 
on Patents, 4th edition, page 3117, says: 


‘‘However, in one case, the Supreme Court 
went to the length of deciding a confined column 
of water in a cylinder, worked by a pump and 
working a piston, to be an equivalent of a com- 
bination of a vibrating arm, toggle joint, and 
other mechanical devices, when used to transmit 
vibratory power.”’ 


This case substantiates our contention as to equiv- 
alents, and we have still to bear in mind the tre- 
mendous scope and breadth of the claim of the pat- 
ent in suit, and that the specific showing of the 
drawings of the patent in suit is merely the one 
form used by the patentee in illustrating his basic 
invention. 


Complainant’s exhibits KicIx and KK_ show re- 
spectively in detail the infringing structures at the 
two plants of the Logs Angeles aqueduct and refer- 
ences are pasted on Ex. KK to show the applica- 
tion of the several claims thereto. (The figures 
following the letters refer to the claim number in 
each instance. Taking the letters in sequence will 
be found the elements of each respective claim. Thus 
A3, B3, C3, D3, and E3 are the specific elements in 
the Lyndon claim 3.) There is no substantial de- 
pairture between the two plants of defendant, al] 
of the elements being equally found in both. T. p. 
162, 411, 412, 413, 472, 473. 
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The testimony clearly shows the utilization by 
defendant of the invention of the patent in suit, 
to obtain the same results in the same manner, and 
by clearly equivalent means, or by such means as 
are thoroughly and broadly and properly covered 
by claims 3, 4, 6, 7 and 8. Unless these claims are 
infringed by defendant’s struetures the whole sys- 
tem of protecting inventions by patents becomes 
farcical. Either Lyndon’s invention must be found 
to be broadly covered, or else the government en- 
tered into an unconscionable contract with Lyndon, 
a contract based upon false pretentions and for 
which Lyndon paid his fees to the government upon 
the basis of such false representation by the latter. 
We respectfully assert this, under the doctrines of 
all the leading cases, pertinent to the proper breadth 
of protection of broad and basie inventions. T. p. 
207, 265, 443, 537. 

It is to be noted that defendant utilized the same 
elements in kind, character, performance and aecom- 
plishment of result, that are claimed in the Lyndon 
patent, such as the water gate, by-pass valve, in- 
rerse operating means for the water gate and by- 
pass valve, means for slowly returning the by-pass 
to normal position after its movement accompanying 
the movement of the water gate, and the various 
clements acting to prevent over-running of the gov- 
ernor. 

Surely a patentee must be protected as against 
the use by another of the very devices falling with- 
in the language allowed him in his claims. 


THE CLAIMS OF THE LYNDON PATENT 


DO 


APPLIED DIRECTLY TO THE INFRINGING 
STRUCTURES. 


[The letters following the elements of each claim 
are to be found on Division Creek and Cottonwood 
apparatus, and inserted at the corresponding cele- 


ment on the illustrations between pages ve and 
J? ] 


LYNDON CLAIM (3). 


In a water wheel governor, the combination with 
a water-gate-operating shaft (A), and means for 
operating same in cither direction to govern the 
water wheel (B), of a controller for said operating 
means, responsive to changes of speed of the water 
wheel (C), a returning device for said controller pro- 
vided with a clutch connection to said operat- 
ing shaft (D), and means, actuated by said control- 
ler on movement thereof from normal position to 
engage said clutch with the said shaft, so as to cause 
the return of the controller to normal position and 
interrupt the governing action before it has over-run 
the proper amount, substantially as and for the pur- 
pose set forth (EB). 


LYNDON CLAIM (4). 


In a water-wheel governor, the combination with 
a water-gate-operating shaft (A), a driving shaft 
(F) and reversing clutch-gear, adapted to turn the 
water-gate-operating shaft in either direction (B), 
a controller, responsive to changes of speed of the 
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water-wheel and controlling such reversing-gear 
(C), and a returning device for said controller (D) 
provided with actuating means controlled by said 
controlling means to return the controller to inoper- 
ative position, so as to prevent excessive movement 
of the governor (BE). 


LYNDON CLAIM (6). 


In a water-wheel governor, the combination with 
ineans for operating the water-gate in either direc- 
tion (B), a by-pass for the water-wheel (L), anda 
valve controlling said by-pass (@), of means con- 
nected to the water-gate-operating means and oper- 
ating the by-pass valve inversely to the operation 
of the water-gate (H), (I), (J). 


LYNDON CLAIM (7). 


fn a water-wheel governor, the combination with 
means for operating the water-gate in either direc- 
tion from normal position (B), a by-pass for the 
water-wheel (L), and a valve for such by-pass (G), 
of means connected to the water-gate-operating 
means and adapted to operate the by-pass valve from 
hormal position in either direction, so as to control 
such valve inversely to the control of the water- 
gate, during the governing action of the water-gate 
(H), (I), (J), and means for returning the by-pass 
valve to normal position on completion of govern- 


ing movement of the water-gate-operating means 
(K). 
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LYNDON CLAIM (8), 


In a water-wheel governor, the combination with 
a shaft for operating the water-gate in either direc- 
tion from normal position (A), a by-pass for the 
water wheel (GL), and a valve for such by-pass nor- 
mally held in partly-open position (@), of an oper- 
ating device for said valve (J) provided with meaus 
for returning the valve to normal position (K), a 
clutch, adapted to connect said operating device (K) 
for the by-pass valve with the water-gate-operating 
shaft to control the by-pass valve inversely to the 
water-gate (I), reversing means for operating the 
water-gate-operatiug shaft in either direction (B), 
a coutroller, responsive to the speed of the water- 
Wheel and controlling said reversing meaus (C), and 
means operated by said controller to bring the afore- 
said clutch into operation and to release said elutch 
when the governing action is effected (H). 


The Courts have repeatedly said that where the 
claims of the patent read clearly upon the defend- 
ant’s structure, and the gist or kernel or effect of the 
invention is clearly present in the latter, infringe- 
meut must be found. On this point we call the 
Court’s particular attention to the following authori- 
ties: 

Walker on Pateuts, at the end of section 346, 4th 
edition, page 304, as follows: 


‘“Harmoniously with its decision in Burr v. 
Duryee, the Supreme Court has since had a posi- 
tive tendency to disregard whatever is abstract 
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and intangible in questions of infringement, and 
to base its conclusions upon the concrete feat- 
ures of the issues at bar.”’ 


It is said in Seott et al. v. Fisher Knitting Mach. 
Co. et al., 145 F. 915, 918 (2nd Cir. 1906), 


‘‘A patentee is entitled to all the beneficial 
uses to which his invention can be put and in 
order to hold an infringer it is not necessary 
that he should indicate every use in his state- 
ment of the objects of his invention.”’ 


In the recent case of Jackson Fence Co. v. Peerless 
Wireless Fence Co., 228 Fed. 691, at p. 692, svlla- 
bus 4: 


‘‘A patentee is entitled to the benefit of everv 
function within the scope of the claims and ac- 
tually possessed by his mechanism, even if he 
does not know of it at the time of patenting, and 
it is not necessary that he should enumerate its 
advantages. ”’ 


Also: 


‘‘It is not necessary for a patentee to describe 
in detail all the beneficial functions which he 
claims will result from his invention; but it is 
enough if such functions are evident and obvi- 
ously contribute to the success of the invention, 
and they may in such case properly be taken into 
account, in estimating its novelty and utility. 


(Decree 146 F. 552 reversed.)”’ 


General Electric Co. v. Bullock Electric Mfg. 
et al., 152 F. 427 (6th Cir. 1907). 


‘‘A patentee who has sufficiently described 
and distinctly claimed his invention is entitled 
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to every use to which his device can be applied, 
whether he perecived or was aware of all such 
uses at the time he secured his patent or not. 
(For other cases, see Patents, Cent. Dig., See. 
Boo. Dec, Dig, Sec. 189.) 


Aeme Truck & Tool Co. v. Meredith, 183 F. 
124. 


‘A patentee is entitled to have his patent con- 
sidered with reference to an advantage over the 
prior art necessarily secured by the operation 
of the device as described, even though such ad- 
vantage is not specifically claimed or fully set 
forth in the specification. (For other cases, 
see Patents, Cent. Dig., Sec. 241; Dec. Dig., Sec. 
165.)”’ 


Morgan Engineering Co. v. Alliance Mach. Co., 
os 100: 


‘‘An inventor is entitled to all that his patent 
fairly covers, even though the complete capacity 
is not recited in the specification and was un- 
known to him prior to the patent issuing. (Hor 
other cases, see Patents Cent. Dig., Sec. 243; Dee. 
Die. sec. 167,)’’ 


Stromberg Motor Devices Co. v. John A. 
Bender Co., 212 EF. 419. 


As said in Eck v. Kutz, 132 Fed. 758: 


“The question is whether the inventive idea 
expressed in the patent has been appropriated ; 
and, if it has, infringement has been made out.”’ 


Judge Nelson in Tatham v. LeRoy (2 Blatchf. 
486), says: 
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“Formal changes are nothing,—mere mechan- 
ical changes are nothing; all these may be made 
outside of the description to be found in the 
patent, and yet the machine, after tt had been 
thus changed in its construction, is still the 
machine of the patentee, because it contains his 
mvention, the fruits of his mind, and embodies 
the discovery which he has brought into exist- 
ence and put into practical operation.’’ 


As said by the Supreme Court in Hobbs v. Beach, 
SOR S> 383 - 
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Sf-there—be—one—centealcontrolling purposy 
deducible from all these devivions, eum 
more that might be quoted, ve steadfast 


determination of the “to protect and re- 
ward the man _w vas done something which 
has actua advanced the condition of man- 
mething by which the work of the world 
done better and more expeditiously than it 
ts before.”’ 


“The object of the patent law is to secure to 
mventors a monopoly of what they have actually 
uvented or discovered, and it ought not to be 
defeated by a too strict and technical adherence 
to the letter of the statute or by the application 
of artificial rules of interpretation.”’ 


Topliff v. Toplhff, 145 U.S. 


(Our a aa 


McLain v. Ortmayer, 141 U.S. 425: 


‘‘In a case of doubt, where the claim is fairly 
susceptible of two constructions, that one will 
be adopted which will reserve to the patentee 
the actual invention.”’ 


200 
We also quote from Ryder et al. v. Lacey, 220 Fed. 
Rep., page 966, as follows: 
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(Syl) ‘‘Unless a patentee has especially lim- 
ited himself to a specific form of construction, 
or such limitation is imposed by the prior art or 
by the action of the patent office, acquiesced in 
by him, he is entitled to a broad construction of 
his claims im accordance with the language: 
thereof.’’ 


Arise on page 514 et seq: 


‘‘We find nothing upon the face of the patent 
requiring the claim to be hmited to rolls which 
had these flanges attached to and integral with 
the rolls. It is true that neither by drawing nor 
specification does Fell suggest the performance 
of this function by stationary parts of the frame, 
but this is not necessary. In the absence of 
something clearly showing that the patentee did 
intend to have his grant confined to a specific 
form, a broad and generic claim may rightfully 
stand on a mere specific disclosure; and the in- 
validity of such a claim (if it is invalid) will 
result, not from the applicant’s failure to use 
more sweeping language in his specification. 
but from the state of the art limiting the actual 
invention. The claims are part of the descrip- 
tion required by statute, and in them, and not 
in that part of the description which is now 
commonly called ‘specification,’ is the proper 
place in whieh to define the breadth of the im- 
vention, as was most accurately apprehended 
by Fell’s solicitor when he (though quite un- 
necessalily) said that various changes might be 
made ‘without departing from my invention as 
defined by the appended claims.’ ”’ 


Also we refer to National Tube Co. v. Mark et al 
216 Fed. 507, a decision of the Circuit Court of Ap- 
peals of the Sixth Circuit, as follows: 


(Syl.) ‘Where a patent contains both a 
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broad and a narrow claim, the court cannot con- 
strue into it a limitation not therein expressed, 
but which is expressed in the narrower claim, 
and by which alone one is distinguished from the 
oOvver: 7 


Also, Hess-Bright Mfg. Co. v. Fitchel et al., 219 
* Hed., at page 729 (C. C. A.), as 1ollowas: 


‘Such being the ease, it follows that the claims 
granted should receive the construction their 
language naturally imports (Dodge Needle Co. 

. v. Jones (C. C.), 153 Fed. 189, and 159 Fed. 715, 
86 (C. C. A.) 191), and that no statement or 
action of the patentee in obtaining his patent 
estops him from claiming to the full extent 
what his claims on their face purport.”’ 


It surely will not be necessary in support of our 
contentions to more clearly point out the leading ob- 
jects of the invention than to refer to the opening 
passages of the specification of the patent; in view 
of the findings and conclusions of the Court (TY. p. 
62), it is evident that the patentee, by his specifica- 
tion and claims and testimony in this case, had in 
mind the broad and important nature of his inven- 
tion and that the title of the invention merely speci- 
fied the particular type of water wheel to which the 
governor was applicable. That is, the governor was 
for an electro-mechanical water wheel; a water wheel 
for use in mechanically driving electrical generators. 
The title fully supports this in its grammatical con- 
struction. The question is, however, what was Lyn- 
don’s invention? What did he do over the prior art? 
What did he claim? These questions must be an- 
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swered in terms of broad interpretation of the patent. 
Next, does the defendant come within the monopo- 
listic territory of the patent in suit? 

The lower Court says, “The defendant’s device 
las been highly swecessful from the time of its in- 
stallation, and since then has been actually produc- 
ing the useful result claimed for the Lyndon patent.”’ 
ITence the results are found to be identical.” 

A finding of infringement is unavoidable. 

The Circuit Court of Appeals for the 7th Circuit, 
said in a recent decision, 230 IF. 157, at page 162: 

(3) “In determining an alleged infringement 
the court should have in mind the true worth of 
the claim as measured by the inventor’s contri- 


bution to the art, and should remember that each 
claim of a patent is in law a separate invention.”’ 


The patent in suit contains the broadest kind of 
claims for an invention clearly copied in substa1ce 
by the defendant, and there was clearly error in the 
lower Court’s finding of non-infringement of the ad- 
inittedly valid claims of the patent. 

It is to be noted that the record in this case is to a 
large extent filled with a hair-splitting discussion ot 
the operation of detail parts, caused by an obvious 
attempt of defendant to make it appear that the 
Lyndon invention was to be shackled by limiting 
consideration of such things as immaterial electro- 
magnets and electrical circuits which are merely the 
well-known expedients for setting mechanical feat- 
ures into operation. Such a large amount of dust of 
this nature was thrown into the eyes of the trial 
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Court that defendant succeeded in disrupting, ap- 
parently, the high lights of the invention to such au 
extent that it escaped a finding of infringement due 
to the resultant impairment of judicial vision. Your 
Honors, it is believed will not be blinded by any such 
attempt. 

Within the doctrine of Stebler v. Riverside 
Heights, 205 Fed. 735, and the cases cited therein, 
and the many authorities herein quoted and cited, it 
is clear that infringement should be found when, as 
in the case at bar, the substance of the invention has 
been appropriated by the defendant. 

We call the Court’s attention particularly to the 
acquiescence of the patent by Doble and the Pelton 
Water Wheel Company and the Pacific Gas & Elec- 
tric Co., as per the following exhibits and papers in 
the transcript. 

As pointed out above, the Pelton Water Wheel Qo. 
petitioned to and were allowed to intervene, filed an 
answer and an amended answer, participated exten- 
sively in the defense, hundreds of pages of defend- 
ant’s record being taken in the office of its attorneys, 
and in the presence of its engineer Doble (T. p. 1299- 
1583-167) and subsequently withdrew on stipulation 
(T. p. 87) after paying the complainant in this ease 
a large sum of money and other valuable considera- 
tions for a license under the patent in suit (T. p. 2480- 
2484-2486-2504). This company acknowledged fully 
the validity of the said patent when taking its 
license; although opposing it earlier when Lyndon 
called attention to it and asked for an accounting. 
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(Witness Lyndon T. p. 1974, 1992, 1994, 2003, 2135.) 

The Pacific Gas & Electric Corporation also took 
a license and acknowledged validity of the said pat- 
ent at the same time as did the Pelton Co. 

As soon as an owner of the patent in suit was able 
financially to enforce the rights granted by the patent 
(and the record clearly shows that Lyndon never was 
and also never knew of the infringement in this suit 
prior to testifying in the case), the largest companies 
in the manufacture and use of the apparatus of the 
kind concerned, flew to attack the patent in suit, 
only to later take licenses thereunder, for valuable 
consideration, and withdraw from the fight. 

While possibly the appellant may not recover as 
heavily for infringement against the appellee because 
of the relative minor infringements in Inyo County, 
as it might because of the larger plants installed for 
the appellee by the Pelton Water Wheel Company, 
now a licensee, nevertheless, the appellant and said 
Pelton Water Wheel Company are, we submit, enti- 
tled to an adjudication of the patent as valid and in- 
fringed. 

Frelosing-we-wish to quote from Hobbs v- Be 
180 U. S. 383, bearing in mind how Lyndon rex6lu- 


jat might be quoted, it is the steadfast 
defermination of the court to protect and reward 
the man W % me arhich has ac- 
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thing by which the work of the world is 
better and more expedifi 3 Y 1t was 
5 oe 


As to the breadth of the patent in suit, the follow- 


ing quotation from the ‘‘ Fixed Law of Patents,”’ sec- 
ond edition, by Macomber, are highly significant 
(see pp. 447 and 448): 


‘‘Norton being the original inventor, he, and 
those claiming under him, would have the right 
to treat as infringers all persons who make de- 
vices or machines operating on the same prin- 
ciple and performing the same functions by an- 
alogous means or equivalent combinations, even 
though the infringing machine may be an im- 
provement of the original, and patentable as 
such.—Norton v. Jensen, 49 Fed. 859; 1 C. C. A. 
452; McCormick v. Talcott, 20 How. 405; Wells 
v. Gill, 1 Ban. & A. 77; Kendrick v. Emmons, 2 
Ban. & A. 208; Turrell v. Spaeth, 3 Ban. & A. 
458; Colt v. Arms Co., 1 Fish. P. C. 108; Winans 
v. Railroad, 4 Fish. P. C.2; Whipple v. Mfg. Co., 
4 Fish P. C. 29; Fruit Co. v. Curran, 8 Fed. 150. 

With respect to such a patent (a pioneer) the 
well-settled rule is that the patentee who has, 
bv the success of his patent, pointed out the com- 
bination of functions needed to reach the new 
result, and has claimed the combination of me- 
chanical parts performing those functions, may 
enjoin the use of another machine producing the 
same result where the second machine differs 
from the first only in a substitution, for parts or 
elements in the patented device, of parts or ele- 
ments which though different in form and kind, 
perform the same functions in substantially the 
same way. It may be that the substituted parts 
are well known equivalents of those shown in 
the patent for the performance of the functions 
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to which they are respectively applied, in which 
ease there is manifestly no inventive faculty 
shown in the change; or it may be that, being 
shown by the successful operation of the patent 
the exact nature of the functions to be performed 
by a part of the patented device, the infringer by 
the use of his inventive faculty, hits upon some- 
thing as a substitute which will perform the same 
functions more completely and satisfactorily. In 
the latter case he is a tributary inventor; but he 
is none the less an infringer if he uses the whole 
machine, with his substituted parts to accom- 
plish the same new result. The rule as to in- 
fringement of pioneer inventions which point the 
way to new products or results is analogous to 
that applied in eases of infringements of process 
patents in which the discoverer is only required 
to point out one practical method of using his 
process, and is permitted to claim tribute from 
all who thereafter use the process, whether with 
his apparatus or with a different or improved 
means. In Machine Co. v. Lancaster, 129 U.S. 
263, the Supreme Court said: 


‘Where an invention is of a primary character 
and the mechanical functions performed by the 
machine as a whole are entirely new, all subse- 
quent machines which employ substantially the 
same means to accomplish the same result are in- 
fringements, although the subsequent machine 
may contain improvements in the separate 
mechanisms which go to make up the machine.— 
McCormick v. Aultman, 69 Fed. 371; 16 C. C. A. 
209.’ 


Consolidated v. Crosby, 1138 U. 8. 157; Royer 
v. Belting Co., 185 U. 8. 319; Machine Co. v. 
Murphy, 97 U.S. 120; Sessions v. Romadka, 145 
U.S. 29; Clough v. Barker, 106 U.S. 160; Winans 
v. Denmead, 15 How. 330; McCormick v. Talcott, 
20 How. 402; Railway v. Sayles, 97 U.S. 554. 
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All subsequent machines which employ sub- 
stantially the same means to accomplish the 
same results are infringements, notwithstanding 
the subsequent machine may contain improve- 
ments in separate mechanisms which go to make 
up the machine-—Von Schmidt v. Bowers, 80 
Fed. 121; 25 C. C. A. 323; MeCormick vi Paleoum 
20 How. 402; Railway v. Sayles, 97 U. 8. 554; 
Clough v. Barker, 106 U. 8. 166; Consolidated 
v. Crosby, 118 U.S. 517.”’ 


We quote also from Walker on Patents, 4th edi- 
tion, as follows (pp. 315 to 317): 


‘There are two tests of equivalency. 1. Iden- 
tity of function. 2. Substantial identity of way 
of performing that function. Primary as well 
as secondary patents are infringed by no sub- 
stitutions that do not fully respond to the first 
of these tests. The second of these tests is some- 
what elastic, because it contains the word ‘sub- 
stantial.’ That word is allowed to condone more 
and more important differences in the case of a 
prunary patent, than in the case of a secondary 
one. In the case of a patent narrowed in con- 
struction by an extensive state of the preceding 
art, the word ‘substantial’ will give but little 
elasticity to the application of the doctrine. If 
fewer inventions preceded the one at bar, the 
word will have somewhat more of carrying 
power. When the invention at bar is strictly 
primary, and especially if it is extremely useful, 
then the word ‘substantial’ will be made to cover 
differences alike numerous and important, and 
even highly creditable to the infringer who in- 
velted them. 

Sec. 363. A change of form does not avoid an 
infringement of a patent; unless the form shown 
in the patent is necessary to the functions which 
the patent ascribes to the invention; or unless 
that form is the distinguishing characteristic of 
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the invention or is essential to its patentability; 
or unless the patentee specifies a particular 
form as the means by which the effect of the in- 
vention is produced, or otherwise confines him- 
self to a particular form of what he describes. 
Even where a change of form somewhat modi- 
fies the construction, the action or the utility of 
a patented thing, non-infringement will seldom 
result from such a change.’’ (Cases being cited 
by the author.) 

The ruling announced by the Supreme Court in 
Adamson v. Gilliland, ‘does not apply in the case at 
bar. In other words, all of the testimony being taken 
out of Court in deposition form, the whole case, com- 
pletely, as to both facts and law, comes before your 
Honors for complete consideration de novo. 

The patent stands as a legally granted monopoly, 
and this legal grant, in its full effect and with its full 
covenants, should be established and confirmed oun 
behalf of its present owner. The patent is obviously 
unanticipated and clearly infringed, and reversal of 
the decree of the lower Court, we submit, is proper 
with all consideration of law and _ precedent, 
equity and good conscience, and it is respectfully 
solicited that such reversal of the decree be ordered 
with direction that the relief prayed for in the appel- 
lant’s bill of complaint be ordered granted, with costs 
to appellant. 


Cou 
Appellant. 


